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Claim Status 

Claims 1-4, 6-34 and 40-43 are pending. 

Claim Rejections - 35 USC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-4, 6-19, 40, 42 and 43 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non- statutory subject matter. 

Claim 1 claims a method for tracking files on a storage medium without tying the method 
to a particular machine. In fact, the method steps recited by claim 1 can be done manually by a 
person who manually creates a first label that is manually attached to the storage portion of the 
storage medium. Furthermore, the person can create a second label that is manually attached to 
the external portion of the storage medium such as a housing/cover for the storage medium. 

Claims 2-14, 40 and 43 are rejected for at least being dependent from a rejected base 

claim. 

Claim 1 5 recites a method for matching file parameters with one or more external storage 
media without tying the method to a particular machine. 

Claims 16-19 and 42 are rejected for at least being dependent from a rejected base claim 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-4, 6-19, 40, 42 and 43 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 1 recites "providing a command to generate the second label based on 
the first label." The specification does not include first label nor does the specification include 
second label. 

Claims 15-19 and 42 are rejected on a similar basis. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim 15 is rejected under 35 U.S.C. 102(e) as being anticipated by Enari (US 
6,747,998). 
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Regarding claim 15, Enari discloses: 

accepting at least one search parameter from a set, the set comprising: file size, file author, and 
file type; [Enari, col 6, lines 25-30, CD order sent to dealer including title name of artist, time, 
genre] 

generating a query based on the search parameters; 

[Enari, col 6, lines 25-30, CD order sent to dealer including title name of artist, time, genre] 
accepting a record returned in response to the query generated; 
[Enari, col 6, lines 30-35, CDs are stored in the warehouse] 

determining a label corresponding to the record [Enari, col 6, lines 35-40, inputs information 
related to CD media necessary for search for stock control, col 6, lines 15-20, bar-code printers] 
determining an external storage medium, the label being fixed to an external portion of the 
external storage medium [Enari, Fig 11, bar-code printer 128 and bar-code reader 127] 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 16-19 and 36-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Enari and further in view of Koenck et al (US 6,749,122).. 

Regarding claim 16, 36, Enari discloses the elements of the claimed invention as noted above but 
does not disclose wherein the label is a machine-readable label, the method further comprising: 
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accepting information read from the machine-readable label; and determining that the accepted 
information read from the machine -readable label matches information associated with the 
record; and generating a first indicator, said first indicator able to be perceived by humans. 
Koenck discloses wherein the label is a machine-readable label, the method further comprising: 
accepting information read from the machine-readable label; and determining that the accepted 
information read from the machine -readable label matches information associated with the 
record; and generating a first indicator, said first indicator able to be perceived by humans 
[Koenck, col 28, lines 60-65]. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Enari to include wherein the label is a machine- 
readable label, the method further comprising: accepting information read from the machine- 
readable label; and determining that the accepted information read from the machine-readable 
label matches information associated with the record; and generating a first indicator, said first 
indicator able to be perceived by humans as taught by Koenck for the purpose of providing a 
quick and easy confirmation to the user as is well-known and expected in the art. . 
Regarding claim 17, 37, the combination of Enari and Koenck discloses the elements of the 
claimed invention as noted above but does not disclose determining that the accepted 
information read from the machine-readable label does not match information associated with 
the record and generating a second indicator, said second indicator able to be perceived by 
humans. However, Koenck discloses the above limitation. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the combination of Enari 
and Koenck to include determining that the accepted information read from the machine- 
readable label does not match information associated with the record and generating a second 
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indicator, said second indicator able to be perceived by humans for the purpose of providing a 
quick and easy indication to the user. 

Regarding claim 18, 38, the combination of Enari and Koenck discloses wherein the first 
indicator is a first audible sound, and the second indicator is a second audible sound as argued 
above. 

Regarding claim 19, 39, the combination of Enari and Koenck discloses the elements of the 
claimed invention as noted above but does not disclose wherein the label includes a human 
readable part, and wherein the information associated with the record corresponds to the human- 
readable part of the label. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the above combination of references to include wherein 
the label includes a human readable part, and wherein the information associated with the record 
corresponds to the human-readable part of the label because human-readable labels are well- 
known and expected in the art for the purpose of quick and easy identification of an object. 

Claims 1-4, 6-14, 20-35 and 40-43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ottesen et al (US 6,222,697) in view of Sun et al (US 6,239,934) and further 
in view of Enari (US 6,747,998) and further in view of Rothberg et al (US 6,412,083). 
Regarding claim 1, 20, 32, 33, 35, 40, 41, 42, 43, 
Ottesen discloses: 

determining that the storage medium has not been assigned a first label, the first label uniquely 
identifying the storage medium [Ottesen, col 3, line 50 - col 4, line 10] 
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Ottesen discloses the elements of the claimed invention as noted above but does not disclose a 
second label. Sun discloses a second label [Sun, Fig 7B-1, bar code label 115, col 5, lines 35-50] 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Ottesen to include a second label as taught by Sun for the purpose of identifying the 
disk and/or the contents of the disk [Sun, col 5, lines 45-50]. The ordinarily skilled artisan would 
have been motivated to combine Ottesen and Sun because they both teach identifying a disk/disk 
drive by means of a bar-code. 

The combination of Ottesen and Sun discloses writing the first label to a storage portion of the 
storage medium [Ottesen, col 5, lines 15-40 and Figs 2-4, DINUM 30,] 
The combination of Ottesen and Sun discloses the elements of the claimed invention as noted 
above but does not disclose providing a command to generate the second label based on the first 
label. Enari discloses providing a command to generate the second label [Enari, col 6, lines 15- 
25, Fig 11, barcode printer 128]. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the above combination of references to include 
providing a command to generate the second label for the purpose of producing a bar-code label 
to be attached to an outside surface of the storage medium. The ordinarily skilled artisan would 
have been motivated to combine the teachings of Ottesen and Sun with the teaching of Enari 
because the above references disclose one or more bar-code labels for a storage medium. 
The combination of Ottesen, Sun and Enari discloses the second label based on the first label 
[Ottesen, col 4, lines 5-10, Sun, col 5, lines 45-50]. 

The combination of Ottesen, Sun and Enari disclose the second label to be associated with an 
external portion of the storage medium [Sun, Fig 7B-1, bar code label 115, col 5, lines 35-50] 
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The combination of Ottesen, Sun and Enari disclose the elements of the claimed invention as 
noted above but does not disclose updating a database with an association between each file 
stored on the storage medium. Rothberg disclose updating a database with an association 
between each file stored on the storage medium [Rothberg, col 5, lines 20-40, Fig 3]. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the above combination of references to include updating a database with an association 
between each file stored on the storage medium as taught by Rothberg for the purpose of 
tracking the files on the storage medium by means of a directory [Rothberg, col 5, lines 20-40, 
Fig 3]. The ordinarily skilled artisan would have been motivated to combine Rothberg with the 
combination of Ottesen, Sun and Enari because Ottesen discloses a computer database of defects 
on a disk using the DINUM or Disk Identification Number [col 4, lines 1-10] and Rothberg 
discloses a directory of files on the disk [col 5, lines 20-40]. 

The combination of Ottesen, Sun, Enari and Rothberg discloses and a value associated with the 
first label [Ottesen, col 3, line 50 - col 4, line 10, col 5, lines 15-40]. 

The combination of Ottesen, Sun, Enari and Rothberg discloses in response to determining that a 
first file contained on the storage medium has been deleted, updating the database to reflect that 
the flrst flle has been deleted [Rothberg, col 5, lines 20-40, Fig 3, step 330] 
Regarding claim 2, 21, 34, the combination of Ottesen, Sun, Enari and Rothberg discloses 
wherein the database is stored on a flrst device, further comprising: synchronizing the database 
with a second database stored on a second device [Rothberg, col 5, lines 20-40, Fig 3, Enari, Fig 
11, 127] 

Regarding claim 3, 22, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein 
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the first device is a personal computer and the second device is a handheld device [Rothberg, col 
5, lines 20-40, Fig 3, Enari, Fig 1 1, 127]. 

Regarding claim 4, 23, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein 
the second device is an untethered handheld device [Rothberg, col 5, lines 20-40, Fig 3, Enari, 
Fig 11, 127]. 

Regarding claim 6, 25, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein 
the unique storage medium second label is a bar code label [Sun, Fig 7B-1, bar code label 115, 
col 5, lines 35-50] 

Regarding claim 7, 26, the combination of Ottesen, Sun, Enari and Rothberg discloses 
determining the first label based, on state information accessible to a device upon which the 
database is stored [Ottesen, col 3, line 50 - col 4, line 10]. 

Regarding claim 8, 27, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein 
the state information is a count sequence [Ottesen, col 3, line 50 - col 4, line 10]. 
Regarding claim 9, 28, the combination of Ottesen, Sun, Enari and Rothberg discloses the 
elements of the claimed invention as noted above but does not disclose wherein the database 
includes 

records, each record including a first field having a value associated with the first label, and a 
second field having a value associated with a file stored on the storage medium. However, 
Rothberg discloses a directory of files stored on a storage medium [col 5, lines 20-40]. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify the above combination of references to include wherein the database includes 
records, each record including a first field having a value associated with the first label, and a 
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second field having a value associated with a file stored on the storage medium because creating 
a table in a database is well-known and expected in the art. 

Regarding claim 10, 29, the combination of Ottesen, Sun, Enari and Rothberg discloses the 
elements of the claimed invention as noted above but does not disclose accepting information 
read from a label associated with the storage medium without reading the storage medium; 
converting the accepted information into a database key; requesting records from a database 
instance using the database key; accepting records in response to the request; and rendering 
information about the accepted records. However, Enari discloses a bar-code reader [Enari, Fig 
11]. It would have been obvious to one of ordinary skill in the art to modify the above 
combination of references to include accepting information read from a label associated with the 
storage medium without reading the storage medium; converting the accepted information into a 
database key; requesting records from a database instance using the database key; accepting 
records in response to the request; and rendering information about the accepted records because 
the operation of a bar-code reader is well-known and expected in the art. 

Regarding claim 1 1, 30, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein 
the unique second label is a bar code and wherein the information read from the second label is 
accepted from a bar code scanner [Enari, Fig 11] 

Regarding claim 12, 31, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein 
the information about the accepted records rendered includes file names [Rothberg, col 5, lines 
20-40]. 

Regarding claim 13, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein the 
accepted information read from the unique second label is read by a handheld device, and the 
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information about the accepted records is rendered on the handheld device [Enari, Fig 11] 
Regarding claim 14, the combination of Ottesen, Sun, Enari and Rothberg discloses the elements 
of the claimed invention as noted above but does not disclose wherein the read label is converted 
into a database key by the handheld device, the records are requested from a database instance 
using the database key by the handheld device, and the records are accepted in response to the 
request by the handheld device. Enari discloses operation of a bar-code reader [Fig 11] and 
Rothberg discloses a file directory [col 5, lines 20-40]. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the above combination of 
references to include wherein the read label is converted into a database key by the handheld 
device, the records are requested from a database instance using the database key by the 
handheld device, and the records are accepted in response to the request by the handheld device 
because the operation of bar-code reader is well-known and expected in the art. 
Regarding claim 24, the combination of Ottesen, Sun, Enari and Rothberg discloses wherein the 
means for reading files from and/or writing files to a removable storage medium are at least one 
of a floppy disk drive, a CD ROM drive, a ZIP drive, and a DVD drive [Fig 1]. 

Response to Arguments 

Applicant's arguments filed 8/1 1/2010 have been fully considered but they are not 
persuasive for the reasons given below: 

Applicant argues that Enari does not disclose the claim 15 limitation "determining an 
external storage medium, the label being affixed to an external portion of the external storage 
medium." 
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Examiner is not persuaded. During examination examiner is required to gives claim 
language its broadest reasonable interpretation in light of the specification. The specification 
may provide a specific and deliberate definition of one or more words in a claim. A specific and 
deliberate definition will be given priority over other possible interpretations of the claim 
language. The lack of a specific and deliberate definition will require the examiner to interpret 
the claim language as would have been well-known to one of ordinary skill in the art at the time 
of the invention. 

The specification does not include the phrase "external storage medium." Furthermore, 
the specification does not include the word "external." Examiner will give "external storage 
medium" the interpretation as is well-known to one of ordinary skill in the art. Examiner will 
interpret "external" to mean on the outside. Furthermore, the abstract states: 
ABSTRACT: 

Helping users to track the contents (e.g., files) stored on various types of storage media 
without requiring the user to insert the storage media into a read device of a machine, such 
as a floppy drive of a personal computer, and/or helping users to locate desired content (e.g., a 
file) without having to insert numerous storage media into a read device of a machine. The 
contents of a given storage medium may be determined by associating a machine-readable label 
with each machine-readable medium, and the contents thereof When a user wants to know the 
contents of the machine-readable medium, they merely need to have another device (e.g., a Palm 
Pilot provided with a bar code scanner) read the label. The device may include a database 
synchronized with a database managed by the machine which is used to write content to, and/or 
read content from, the machine -readable medium. A file may be found by (i) allowing a user to 
enter one or more search parameters into the device, such as a handheld, untethered device, (ii) 
generating a search query from the entered parameter(s), (iii) getting a search result(s) indicating 
the storage medium that includes the desired content, and (iv) helping the user to associate the 
indicated storage medium with the physical storage medium actually storing the desired content. 

Examiner interprets "external storage medium" to mean storage medium that can be on 
the outside of a computing device such as a personal computer because the abstract teaches that 
the contents of one or more types of storage media can be tracked without requiring a user to 
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insert the storage medium into a read device of a machine. Because a user is not required to 
insert the storage medium into a read device of a machine such as a floppy drive of a personal 
computer, the storage medium is on the outside (emphasis added) of the read device and hence 
the computer. 

Enari discloses the below in column 6, lines 10-65: 

In this system, since musical tunes are broadcast to each user through 
the satellite, CDs are used as the information source. The information 
source management system 111 carries out management of the CDs, that 
is, media, and management of musical tunes recorded on the CDs as the 
sound source. Therefore, the information source management system 111 
has a CD stock control server 121. To this CD stock control server 121, 
a hard disk (mirror disk) 122 and an automatic MO changer 123 are 
connected. The hard disk 122 registers information necessary for an MO 
disk to be driven by the MO changer 123, and thus forms database. 

24 

Also, 12 units of stock control personal computers (PCs) 124 are 
connected to the CD stock control server 121. In this specification, 
these stock control PCs are described as stock control PC 124-1 to 
stock control PC 124-12 if the individual stock control PCs must be 
discriminated. If there is no need for discrimination, the stock 
control PCs are described simply as stock control PCs 124. 

25 

Moreover, in the information source management system 111, three 
network printers 125-1 to 125-3, an image scanner 126, a bar-code 
reader 127, and four bar-code printers 128-1 to 128-4 are provided. The 
network printers 125 are used for printing various forms. The bar-code 
printers 128 are used for printing bar codes to be attached to the 
managed CDs. The bar-code reader 127 is used for reading the bar code 
attached to each CD . The image scanner 126 is used for entering music, 
lyrics and other information accompanying the CDs . 

26 

All the information related to the CDs is stored in the database on the 
hard disk 122. CD stock control is carried out as follows. 1. A CD 
stock controller registers CD order information to the CD stock control 
server 121 from the stock control PC 124, and orders CDs by sending a 
CD order form outputted from the server 121 through the network printer 
125 to a dealer. 2. As the CDs are stored in the warehouse, the CD 
stock controller registers warehouse information from the stock control 
PC 124, and inputs all the information related to CD media necessary 
for search for stock control and all the information related to the 
musical tunes (sound source) recorded on the CDs into the database of 
the CD stock control server 121. This information includes information 
inputted in the form of text such as the title, name of artist, time, 
genre, and keyword, and an jacket image inputted by the image scanner 
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126. In addition, the information includes information inputted in the 
form of electronic data such as detail information related to lyrics, 
albums or musical tunes, photograph, MIDI data, and timing of start of 
singing in karaoke. The information inputted here is information 
related with the album (all the tunes of CD) and musical tunes, and 
information accompanying or associated with them. This information does 
not include management information and hysteresis information related 
to transmission and broadcast. (These are registered to organization 
servers 141, as will be later described.) 3 . The CD stock control 
server 121 stores the information onto the hard disk 122, then 
generates CD medium management numbers in the order of acceptance, and 
issues bar-code labels from the bar-code printer 128. 4 . The CD stock 
controller stores the CDs on a management shelf in the order of the CD 
medium management numbers . 5. The CD user visits the reception desk of 
the information management system 111, then tells the CD medium 
management number, and thus can rent the CD. 

27 

In this information source management system 111, other media such as 
DAT, compact cassettes, and records are managed, too. 

28 



Examiner interprets "determining an external storage medium, the label being fixed to an 
external portion of the storage" as below. The storage medium (i.e., compact disk, CD) 
disclosed by Enari is clearly on the outside of the music broadcast system because "bar-code 
reader 127 is used for reading the bar code attached to each CD." The CD disclosed by Enari is 
external to the music broadcast system because the CD stock controller stores the CDs on a 
management shelf in the order of the CD medium management numbers. Enari anticipates 
determining the label being fixed to an external portion of the storage medium because Enari 
discloses bar-code printers 128 are used for printing bar codes to be attached to the managed 
CDs. 



Applicant argues that the prior art made of record does not disclose "providing a command to 
generate the second label based on the first label" as recited in claim 1 . 
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Examiner is not persuaded. Examiner is not persuaded. During examination examiner is 
required to gives claim language its broadest reasonable interpretation in light of the 
specification. The specification may provide a specific and deliberate definition of one or more 
words in a claim. A specific and deliberate definition will be given priority over other possible 
interpretations of the claim language. The lack of a specific and deliberate definition will require 
the examiner to interpret the claim language as would have been well-known to one of ordinary 
skill in the art at the time of the invention. 

The specification does not include the phrase "second label based on the first label." 
Examiner will give first label and second label the interpretation as is well-known to one of 
ordinary skill in the art. 
Ottesen discloses: 

determining that the storage medium has not been assigned a first label, the first label uniquely 
identifying the storage medium [Ottesen, col 3, line 50 - col 4, line 10] 
Ottesen discloses the elements of the claimed invention as noted above but does not disclose a 
second label. Sun discloses a second label [Sun, Fig 7B-1, bar code label 115, col 5, lines 35-50] 
It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Ottesen to include a second label as taught by Sun for the purpose of identifying the 
disk and/or the contents of the disk [Sun, col 5, lines 45-50]. The ordinarily skilled artisan would 
have been motivated to combine Ottesen and Sun because they both teach identifying a disk/disk 
drive by means of a bar-code. 

The combination of Ottesen and Sun discloses writing the first label to a storage portion of the 
storage medium [Ottesen, col 5, lines 15-40 and Figs 2-4, DINUM 30,] 



Application/Control Number: 09/94 1 ,072 Page 1 6 

Art Unit: 2161 

The combination of Ottesen and Sun discloses the elements of the claimed invention as noted 
above but does not disclose providing a command to generate the second label based on the first 
label. Enari discloses providing a command to generate the second label [Enari, col 6, lines 15- 
25, Fig 11, barcode printer 128]. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the above combination of references to include 
providing a command to generate the second label for the purpose of producing a bar-code label 
to be attached to an outside surface of the storage medium. The ordinarily skilled artisan would 
have been motivated to combine the teachings of Ottesen and Sun with the teaching of Enari 
because the above references disclose one or more bar-code labels for a storage medium. 
The combination of Ottesen, Sun and Enari discloses the second label based on the first label 
[Ottesen, col 4, lines 5-10, Sun, col 5, lines 45-50]. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Etienne P. LeRoux whose telephone number is (571) 272-4022. 
The examiner can normally be reached on Monday through Friday 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Apu Mofiz can be reached on (571) 272-4080. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Etienne P LeRoux/ 

Primary Examiner, Art Unit 2161 
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